UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

G eenbaum
Dat e: Cctober 15, 2003
Qpposi tion No. 91153683
UNI VERSAL CI TY STUDI OS
LLLP, SUBSTI TUTED FOR
UNI VERSAL CI TY STUDI CsS,
| NC.
V.

VALEN BROST

Before Cissel, Hairston and Walters, Adm nistrative
Trademar k Judges.

By the Board.

Val en Brost has applied to register the mark UN VERSAL
TOYS for toy rockets.® Universal City Studios LLLP has
opposed regi stration of the mark on the grounds that
applicant’s mark, when used on the identified goods, is
| i kely to cause confusion with opposer’s previously used and
regi stered UNI VERSAL and UNI VERSAL-i ncl usive marks for a
vari ety of entertai nment, conmunication, nmarketing and
devel opnment services and products, including the |Iicensing

and sal e of toys.?

! Application Serial No. 76295515, filed August 6, 2001, claining
July 1, 2001 as the date of first use of the nmark anywhere, and
July 31, 2001 as the date of first use of the mark in interstate
conmer ce.

2 Opposer listed the marks shown in the follow ng registrations:
Regi stration No. 1144545 for the mark UN VERSAL for
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In his answer, applicant denied the salient allegations
of the notice of opposition, and asserted as affirmative
def enses | aches, acqui escence and estoppel .

Appl i cant’s Techni cal Def aul t

Before we turn to opposer’s notion for partial sumrmary
judgnent on applicant’s affirmati ve defenses, and
applicant’s cross-notion for discovery under Fed. R Cv. P.
56(f), we address two prelimnary issues.

First, as opposer nentions in a footnote to its parti al
summary judgnent notion, applicant filed his answer on
January 21, 2003, wth a certificate of nmailing dated
January 17, 2003. However, applicant’s answer was due on
January 11, 2003.%® Although the Board did not issue an
order to show cause why default should not be entered

agai nst applicant for failure to file a tinmely answer,

“entertai nment services, nanmely, production of notion picture
films for theatrical and tel evision use and distribution of such
films produced by applicant and by others”; Registration No.
1531018 for the mark UNI VERSAL STUDI OGS for “toys and ganes,
nanely, toy watches; toy sungl asses; dolls; stuffed toy aninals;
puzzles; Christmas tree ornaments”; Registration No. 1637487 for
the mark UNI VERSAL for “notion picture photoplays, notion

pi cture and sound filns”; Registration No. 1803468 for the mark
UNI VERASAL and d obe Design for “entertai nnent services, nanely,
production and distribution of a variety of notion pictures and
tel evision prograns for presentation over television and in
theaters”; and Registration No. 1918128 for the mark UN VERSAL

I NTERACTI VE STUDI OS for “interactive video ganme prograns and
interactive video ganmes of virtual reality conprised of computer
hardware and software.” Al of the listed registrations have
becomne i ncont est abl e.

% See Trademark Rule 2.196 for due dates falling on weekends and
Federal holi days.
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applicant technically is in default. See Trademark Rul e
2.106(a); Fed. R Cv. P. 55(a).

Whet her default judgnent should be entered against a
party is determned in accordance with Fed. R Gv. P.
55(c), which reads in pertinent part: “for good cause shown
the court may set aside an entry of default.” As a general
rul e, good cause wll be found where the defendant’s del ay
has not been willful or in bad faith, when prejudice to the
plaintiff is |acking, and where defendant has a neritorious
defense. See Fred Hyman Beverly Hills, Inc. v. Jacques
Bernier, Inc., 21 USPQ2d 1556 (TTAB 1991).

In this case, we find that opposer is not prejudiced by
applicant’s |late answer and, by filing an answer which
deni es the fundanental allegations in the notice of
opposition, applicant has asserted a neritorious defense to
this action. However, applicant has offered no expl anation
as to why he failed to tinely file his answer. |In view of
the foregoing, applicant is allowed until TH RTY DAYS from
the mailing date of this order to explain why his answer was
filed late.

Opposer’s Mdtion to Substitute Universal Cty Studios LLLP
for Universal City Studios, Inc.

The second i ssue concerns opposer’s notion to
substitute parties based on several corporate conversions

and changes of nane in May 2002 from Universal City Studios,
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Inc. to Universal Gty Studios LLLP. The parties have fully
briefed the issue, and we have consi dered opposer’s reply.
See Trademark Rule 2.127(a).

The Board instituted this proceeding on Decenber 2,
2002. On Novenber 20, 2002, the USPTO s Assi gnnment Services
Di vi si on recorded opposer’s conversi on/ change of nane for,
inter alia, the trademark registrations pleaded in this
opposition.* As the successor-in-interest to Universal Gty
Studios, Inc., Universal City Studios LLLP owns the pleaded
trademark registrations. Inasnuch as the Ofice recorded
t he name change el even days before the Board instituted this
proceedi ng, and because Universal City Studios, Inc. no
| onger exists, opposer’s notion to substitute is granted.
See SDT, Inc. v. Patterson Dental Co., 30 USP@d 1707, 1709,
n.3 (TTAB 1994) (when an opposer is acquired by anot her
party, “[t]he transferee will be substituted if the transfer
occurred prior to the commencenent of the proceeding.”)
Opposer’s Mdtion for Partial Summary Judgnent on Applicant’s

Affirmative Defenses; Applicant’s Mtion for D scovery
Pursuant to Fed. R Civ. P. 56(f)

We now turn to opposer’s notion for partial summary
judgnent on applicant’s affirmati ve defenses, and
applicant’s cross-notion for 56(f) discovery. The parties

have fully briefed the notions, and we have consi dered

4 Reel 2612, Frane 0149; Reel 2617, Franme 0197; and Reel 2619,
Frane 0801.
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opposer’s reply in support of the partial summary judgnent
notion. See Trademark Rule 2.127(a).

A party that seeks Rule 56(f) discovery nust state, in
an affidavit or declaration under 37 CF.R 82.20, the
reasons why it is unable, w thout such discovery, to present
by affidavit, facts sufficient to show the existence of a
genui ne issue of material fact for trial. See Keebler Co.
v. Murray Bakery Products, 866 F.2d 1386, 9 USPR2d 1736
(Fed. GCir. 1989).

In his brief, applicant states that partial summary
judgnent is premature because neither party has conducted
di scovery, and he requires discovery to address sone of the
i ssues raised in opposer’s notion. In the supporting
decl aration, applicant’s attorney, Kenneth N. Cal dwell,
states that:

Applicant intends to seek discovery concerning the

mar ks and rel ated goods claimed by Opposer, the chain-

of-title with respect to said marks. [In addition,

Applicant will seek discovery concerning any clainmed

damages to Opposer as they may relate to the marks

“UNI VERSAL GAMES' and ‘ UNI VERSAL TOYS,’' respectively.

Upon information and belief, the discovery obtained may

allow Applicant to further identify genuine issues of

material fact in response to the Motion for Parti al

Summary Judgnent .

Cal dwel | Decl., pars. 3 and 4, respectively.

Applicant is rem nded that the purpose of 56(f)

di scovery is to allow the party seeking such discovery to

obtai n evidence necessary to respond to a summary judgnment
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notion, and not to obtain general discovery. Inasnmuch as we
have granted opposer’s notion to substitute, to the extent
appl i cant seeks 56(f) discovery to establish opposer’s

al l eged | ack of standing to oppose, the notion is noot.°>

Furt her, applicant does not require 56(f) discovery
from opposer on the affirmati ve defenses of |aches,
acqui escence and estoppel; applicant already possesses the
information he requires to establish these equitable
defenses. See DAK Indus. Inc. v. Daiichi Kosho Co. Ltd., 25
USPQ2d 1622, 1625 (TTAB 1993).

Accordingly, applicant’s notion for 56(f) discovery is
deni ed.

We now turn to opposer’s notion for partial summary
judgnent on applicant’s affirmati ve defenses.

A party is entitled to summary judgnment when it has
denonstrated that there are no genuine issues as to any
material facts, and that it is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c). The evidence nust be
viewed in a light favorable to the nonnoving party, and al

justifiable inferences are to be drawn in the nonnovant’s

°In applicant’s response to the partial sunmary judgment notion,
appl i cant raises the issue of opposer’s standing in view of
opposer’s notion to substitute. Applicant also argues that if
Uni versal City Studios LLLP is recognized as the opposer, its
clainms are barred by | aches and estoppel because the forner
entity requested an extension of tine to oppose. W do not find
these argunents persuasive. The full text of applicant’s
estoppel and | aches argunents is reproduced on p. 11, infra.
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favor. QOpryland USA Inc. v. The Great Anmerican Misi c Show,
Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992).

Upon careful consideration of the argunents and
evi dence presented by the parties, and draw ng al
inferences with respect to the notion in favor of applicant
as the nonnoving party, we find that there are no genui ne
i ssues of material fact which require a trial for
resolution. W therefore grant opposer’s notion for parti al
summary judgnent on applicant’s affirmative defenses.

Laches

By his first affirmati ve defense, applicant asserts a
“prior registration” or “Mrehouse” defense, nanely, that
opposer’s clains “are barred by | aches based on anot her
i ncontestable mark ‘ Universal Games’ of which the instant
mark is derivative.”® See Mrehouse Mg. Corp. v. J.
Strickland & Co., 407 F.2d 881, 160 USPQ 715 ( CCPA 1969).

The Morehouse defense only applies when the marks and
goods in the prior registration and involved application are
“substantially identical.” See TBC Corp. v. Grand Prix
Ltd., 12 USPQed 1311, 1314 (TTAB 1989)(citations omitted).
For purposes of the Mrehouse defense, two marks are

“substantially identical” when they are either literally

® Al'though applicant did not provide a copy of the UN VERSAL
GAMES registration, or any further identifying information,
opposer submitted as an attachnment to its partial sunmary
judgnent notion a copy of said registration. (Registration No.
1990982 for board ganes, registered August 6, 1996.)
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identical or legally equivalent.’” See O MBread Inc. v.
United States Aynpic Conmittee, 65 F.3d 933, 36 USP@@d 1041
(Fed. Cir. 1995)(OLYMPIC and OLYMPI C KIDS are neither the
sane nor legally equivalent). In determ ning whether the

goods are “substantially identical,” the Mrehouse defense
requires the goods to be “identical, substantially the sane,
or so related so as to represent in law a distinction
wi thout a difference.” La Fara Inporting Co. v. F. LlIi de
Cecco, 8 USPQ2d 1143, 1147 (TTAB 1988) (spaghetti sauce and
al i mentary pastes not substantially the same); see also TBC
Corp, supra, 12 USPQR2d at 1314 (car wash services and
various autonotive parts and products not substantially the
sane) .

There is no genuine issue of material fact that the
mar ks UNI VERSAL TOYS and UNI VERSAL GAMES, and their
associ at ed goods, nanely, toy rockets and board ganes, are
not “substantially identical.”

Wth regard to the marks, we acknow edge t hat
applicant’s marks share the term UNI VERSAL. However, the
second word in each mark differs, and, considering the marks

in their entireties, UN VERSAL GAMES and UN VERSAL TOYS do

not “create the sane, continuing conmercial inpression.”

" Two marks are legally equivalent if they “‘create the sane,
continuing comercial inpression’ and the later nark shoul d not
materially differ fromor alter the character of the [prior]
mark. . . .” Van Dyne-Crotty Inc. v. War-Q@ard Corp., 926 F2d
1156, 17 USPR2d 1866, 1868 (Fed. Cir. 1991).
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Van Dyne-Crotty, supra, 926 F.2d 1156, 17 USPQ2d 1866.
Mor eover, when applicant filed the involved application, he
i ncluded a cover letter dated July 31, 2001, stating:

| currently am the registered owner for the tm

“Universal Ganes.’” | amstarting a toy division under
the name ‘Universal Toys.’ Pl ease issue the tm
Uni ver sal Toys. | do not object to the use of the tm

“Uni versal Toys’ as infringing on, or being confusingly
simlar to nmy tm*Universal Ganes.’

Thus, applicant recognized that UN VERSAL TOYS and UNI VERSAL
GAMES are different.

Wth regard to the goods, applicant relies on
dictionary definitions to support his argunment that the
words “toys” and “ganes” are |egal equivalents and that “a
toy is a specific type of gane for children.” However, the
cited references define “toy” and “gane” differently.® In
addi tion, applicant makes no argunent regarding the
rel ati onshi p between the specific goods identified in the
i nvol ved application and his prior registration, nanely, toy
rockets and board ganes. Instead, applicant argues the
purported simlarities between the general categories of
t oys and ganes.

Al t hough opposer concedes that toy rockets and board

ganes are “sonmewhat simlar” in that they are intended for

8 According to applicant: “[t]he Anerican Heritage Dictionary
defines “ganme” as: ‘[a] way of anusing oneself; a past tineg;
diversion.’” The sanme dictionary defines ‘toy’ as ‘an object for
children to play with.’”
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children’s recreational use, this relationship is too
tenuous to support a Mrehouse defense. See TBC, supra, 12
USPQ2d at 1314 (Morehouse defense fails as a matter of |aw
where goods are nerely “related to and within the natural
zone of expansion” of each other.)

Est oppel and Acqui escence

As grounds for applicant’s affirmative defenses of
est oppel and acqui escence, applicant clains that opposer is
“estopped fromraising the clains nmade in this opposition,”
and that opposer “has inpliedly acquiesced to Applicant’s
use of the published mark.”

It is well settled that “[a]cqui escence and est oppel
require sone affirmative act by opposer which | ed applicant
to reasonably believe that opposer woul d not oppose
applicant’s registration of its mark.” DAK Indus. Inc.,
supra, 25 USPQR2d at 1625.

Qpposer contends that there was no affirmative act, or
any reasonabl e basis for applicant to believe opposer would
not file the instant proceeding. Opposer submtted the
decl aration of Anne B. Nielsen, opposer’s Vice President and
Seni or Trademark Counsel in support of the partial sumrary
judgnent notion, and, in particular, to support this
contention. In her declaration, Ms. N elsen states that the
parti es had no contact before the involved application was

publ i shed for opposition, and that opposer never told

10
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applicant or his representatives that opposer woul d not
oppose registration. See Nielsen Declaration, par. 2.

Wth respect to the affirmati ve defense of estoppel, in
response to the partial summary judgnent notion, applicant
argues that:

Universal City Studios, LLLP has filed a notion to be
substituted in place of Universal City Studios, Inc.
however, the affirmative act of having one entity
filing an opposition is an affirmative act that would
legitimately | ead Applicant to believe that the forner
naned entity woul d not opposer Applicant’s registration
of the mark, and therefore it should be estopped from
doi ng so.

Wth respect to the affirmati ve defense of | aches,
applicant argues that:

[e]ven if the |laches period begins to run when the mark

is published for opposition, i.e., June 18, 2002,

Universal City Studios, LLLP s attenpt to file a Mtion

for Partial Summary Judgnment when it neither requested

an extension of time nor opposed the registration
constituted | aches as a matter of |aw

As we stated in footnote 5, supra, we do not find these
argunent s persuasive.

In addition, to the extent applicant’s acqui escence
defense is a variation of a | aches defense based upon
opposer’s alleged failure to challenge applicant’s clai ned
use of the mark, that defense is not available to applicant.
See NCTA v. American Cnema Editors, 937 F.2d 1572, 19
USP2d 1424 1431 (Fed. Gr. 1991). |In an opposition
proceedi ng, | aches begins to run upon publication of the

mark for opposition. Id. at 1432. Applicant’s mark was

11
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publ i shed for opposition on June 18, 2002. The Board
grant ed opposer three extensions of tine to oppose. See
Trademark Rule 2.102. Qpposer tinely filed its notice of
opposi tion on Cctober 15, 2002.

In sum there are no genuine issues of material fact
Wi th respect to applicant’s equitable defenses of | aches,
est oppel and acqui escence. In view thereof, opposer’s
notion for partial sunmmary judgnment is granted.

The parties are allowed TH RTY DAYS fromthe mailing
date of this order to serve responses to any outstanding
di scovery requests. Trial dates, including the close of

di scovery, are reset as follows:

DISCOVERY PERIOD TO CLOSE: February 15, 2004
Testimony period for party in position of plaintiff to May 15, 2004
close:
Testimony period for party in position of defendant to July 14,2004
close:
Rebuttal testimony period to close: August 28, 2004

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon

request filed as provided by Trademark Rule 2.1 29.
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